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IN THE UNTIED STATES PATENT AND mADEMARK Omra 



In the application of: Gregg Morin et al. 

Serial No.: 09/042,460 

Docket: Ql9/224p 

FOijig Date: March 16, 1998 

For: Mouse Telomerase 
REVERSfi Transcriptase 



Art Unit: 1636 

Examiner: Suraesh Kaushal, Ph.D. 



REQUEST FOR EXAMINER^S AFFTOAVIT 
PURSUANT TO 37 CFR § Ll04(d)(2) 



Commissioner for Patents 
Alexandria VA 22313 

Dear Sir: 

Clauns 20. 23. 26, and 31-34 of this application stand rejected nider 35 USC § 1 12 1 lin the 
final Office Action dated August 26, 2003 (Paper No. 47). The rejection is apparently based on facts 
within the personal knowledge of the Examiner of ibis application, or hi^ supervisors. Accordingly, 
applicant herehy submits a formal request for an Examiner's Affidavit, pursuant to 
37 CFR § L104(d)(2) and MEEP § 2144.03. 
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Reason for Rcqufr&tiiig Affidavit 

The Office Action dated August 26, 2003 indicates that the specification is enabling for 
isolated polynucleotide encodmg a protein that has at lea£t 90% sequence identity to SEQ. ID N0:2, but 
only providing the protein contains seven particular amino acid motifs. 

Applicant has previously shown that functional variants of SEQ* ID N0:2 (in compliance with 
Example 14 of the USPTO training materials for the Written Description Guidelines) can be made 
without undue experimentation. The most recent Office Action rejects applicant's previcMis response, 
citing In re Scarbrough 182 USPQ 1979 (CCPA) as standing for the proposition that applicant's 
argument alone cannot take the place of evidence lacking in the record. 

This position overlooks the fact that accompanybig applicant's previous lesponse was an expert 
Declaration under 37 CFR § 1, 132 by Dr, Gregg Morin. Under penalty of perjury, and with the 
understanding that willful false statements may jeopardize the validity of the application. Dr. Morin 
explained the following: 

« A good deal of evidence obtained before and since the filing of this application indicates 
that variations of over 10% of the sequence should be well tolerated 

• It is known that the tnotifs m telomerase and in other DNA polymerase enzymes can 
withstand mutation without losing function 

• A large number of variants of the mouse TERT sequence coqld be made and screened for 
function in a straight-forward manner, using standard techniques, irrespective of the 
presence of the motifs. 

In renewing his rejection of the claims under the enablement requiremei^t, the Exammer reasserted the 
Office's position that all of the motifs are required in their entirety for activity to be present. However, 
the Office Acdon provides no publication or other evidence to support the contention that what Dr. 
Morin stated in his § 1. 132 Declaration is wrong\ 



' MPEP § 2144.03 indicates dial if the applicant traverses an asserdon madfs in an Office Action, die examiner 
should cite a reference in support of his or her position. 
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Remedy 

la the absetice of evidentiary support that ccmtradicts Dr. Morin's Declaration, the reasoning 
behind rejection of the claims under the enablement requirement of § 1 12 f I is apparently based on 
facts within the personal knowledge of the Examiner of this application, or his supervisors. 
Accordingly* applicant requests an Affidavit to document these facts, for which we are entitled under 
37CFR§1.104(d)(2)l 

Applicant further petitions the OfSce to hold the requirement for responding to the most recent 
Office Action in abeyance until the Affidavit is provided, and reset the time for responding to run from 
the date of mailing of the Affidavit. A proper response can only be formulated once the facts contained 
in the Affidavit have been fully considered by die applicant and our experu". 

In the alternative, applicant requests that the rejection of claims 20, 23, 26, and 31-34 of this 
application under 35 USC § 1 12 1 1 be withdrawn, and a new Office Action or Notice of Allowability 
be issued, setting a new period to respond. 



* 37 CFR S Ll04(d)(2) states: When the rejection of an application is based on facts within the personal 
knowledge of an employee of the office, the data shaU be as specific as possible, and the reference must be 
supported, when called for by the applicant, by the affidavit of such employee and such affidavit shall be subject to 
contradiction or explanation by the affidavits of the applicant and other persons. 
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No fee is believed payable with respect to this Request. Nevertheless, should the Patent OSkb 
detmnine that a fee is required for consideration of this paper, or that any other relief is required for 
ftirther consideration of this application, applicant hereby petitions for such relief, and authorizes the 
Commissioner to charge the cost of such petitions and other fees due to peposit Account No. 07-1139, 
refierencing the docket number indicated above. 



Respectfully submitted. 



230 Constitution Drive 
Menlo Park, CA 94023 



GERON CORPORATION 




October 1, 2003 



Telephone: (650)471-7715 
Fax: (650)471-8654 



RiCEIVED 
OCT § 2 2003 
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